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DETAILED ACTION 



1 . This action is responsive to communications: application, filed 6/4/99. 

2. Claims 1-20 are pending in the case. Claims 1 , 7, and 13 are independent 
claims. 



3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-4, 7-8, 10, 13, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JakedaetaL, US Patent 4,985,930, 1/15/91 in view of Irons . US 
Patent 6,192,165, 2/20/01 and Hug et al. . US Patent 5,806,078, 9/8/98. 

In reference to claim 1 , Takeda discloses an image data filing system and image 
data correcting method in which a user writes correction information for a document on 
a correction paper. The correction paper is then converted into a second image data 
from which a corrected image data is formed. See column 2 and column 13, lines 5-28. 
While Takeda discloses the scanning of a document with corrections or modifications, 
he does not teach using an identifier code on the substrate; however, Irons teaches 
scanning a document with a bar-coded label in order to identify and index a document 
with other related documents. See columns 6-10. Irons further teaches filing the 
images with associated records in a repository or database. The document number is 
used to link the document image to a record in the database. It would have been 



Claim Rejections - 35 USC § 103 
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obvious to one of ordinary skill in the art to modify Takeda's method of scanning a 
corrected document with Irons' system for labeling a document for indexing and image 
storage and retrieval since Irons' system allows the user to index and label the 
documents prior to scanning by using a labeling mechanism. Upon scanning, the user 
can then associate the document with other documents in the database record. 

Takeda and Irons do not disclose comparing the second communication with the 
data of the first communication to identify differences; however, Hug discloses a version 
management system in which a difference report is generated to emphasize the 
differences between multiple versions of a document. See abstract. It would have been 
obvious to one of ordinary skill in the art at the time of the invention to generate a 
difference report as disclosed by Hug with the system disclosed jointly by Takeda and 
Irons since their system consists of modified/corrected versions of the same document. 

In reference to claim 2, Takeda allows the user to change the document by 
writing correction information on the correction paper. The corrections are read in ands 
synthesized with image data from the original. See column 2. 

In reference to claim 3, Hug discloses generating a difference report regarding 
the changes between the multiple versions of a document. See abstract. 

In reference to claim 4, Takeda discloses a pattern matching means in which the 
difference between the original and corrected image data is used to synthesize the 
image data. The new corrected image includes the corrected portion and the non- 
corrected portion. See column 2. 
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In reference to claim 7, as discussed above in reference to claim 1 , Takeda and 
Irons jointly teach a system in which a database consists of multiple versions of the 
same document. Irons specifically discloses the bar-coded label which is used to index 
the document within a record in the database while Takeda discloses a correction of a 
hard copy of various document versions. See claim 1 above. 

In reference to claim 8, Takeda and Irons do not disclose comparing the second 
communication with the data of the first communication to identify differences; however, 
Hug discloses a version management system in which a difference report is generated 
to emphasize the differences between multiple versions of a document. See abstract. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to generate a difference report as disclosed by Hug with the system disclosed jointly by 
Takeda and Irons since their system consists of modified/corrected versions of the 
same document. 

In reference to claim 10, Hug discloses various dialogues that are presented to 
the user. These dialogues consist of file versions in which the user can compare and 
view differences between various versions of the document. The user can also move or 
copy the documents. See columns 9-10. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to prompt the user for indicating which portions 
to extract from the database since both the system disclosed by Hug and jointly by 
Takeda and Irons deal with various versions of a document. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takeda et 
ah, US Patent 4,985,930, 1/15/91 in view of Irons . US Patent 6,192,165, 2/20/01 and 
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Hug et al. . US Patent 5,806,078, 9/8/98, as applied to claim 1 above, and further in view 
of Oliver . US Patent 6,330,082, 12/11/01. 

In reference to claim 5, Oliver discloses the use of a hand-held scanner. See 
figures 1-8 and columns 1-2. The processor is separate in that it is stored in the 
computer. It would have been obvious to one of ordinary skill in the art at the time of 
the invention to utilize a separate scanner since it was well known at the time of the 
invention. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takeda et 
a!, US Patent 4,985,930, 1/15/91 in view of Irons . US Patent 6,192,165, 2/20/01 and 
HuaetaL US Patent 5,806,078, 9/8/98, as applied to claim 1 above, and further in view 
of Belucci et al. . US Patent 5,913,542, 6/22/99 and Outwater et al. . US Patent 
6,203,069, 3/20/01 . 

In reference to claim 6, Takeda, Irons and Hug do not disclose an identifier code 
in which the pattern is either camouflaged or invisible to users. However, Belucci 
discloses a system in which identification indicia are camouflaged. See figure 1B and 
Outwater discloses a system in which the label has an invisible bar code that is invisible 
under certain light. See abstract. It would have been obvious to one of ordinary skill in 
the art to utilize a hidden identifier code on the substrate, since it is well known in the art 
to utilize such features for data protection. 

7. Claim 9 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Takeda et 
aL, US Patent 4,985,930, 1/15/91 in view of Irons . US Patent 6,192,165, 2/20/01 and 
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Hug etaL US Patent 5,806,078, 9/8/98, as applied to claim 1 above, and further in view 
of EdensetaL US Patent 6,249,716, 6/19/01. 

In reference to claim 9, Edens discloses a system for printing and finishing 
documents. Specifying the finishing and printing operations for a hard copy document 
is well known in the art of book printing. See columns 1-3. Thus it would have been 
obvious to extend the feature of printing and finishing specifications to that of hard copy 
documents since it was common in the art to utilize such features in document 
processing. 

8. Claims 11, 12, 14-16, and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takeda et al. . US Patent 4,985,930, 1/15/91 in view of Irons . US 
Patent 6,192,165, 2/20/01 and Hug et al. . US Patent 5,806,078, 9/8/98, as applied to 
claims 1 and 7 above, and further in view of Kellevet al. . US Patent 6,405,223, 6/1 1/02. 

In reference to claim 1 1 , the system disclosed by Takeda and Irons does not 
state using multiple sub-components that can be updated independently; however, 
Kelley teaches storing different versions of a webpage document in which different 
versions of web source information are stored in a database such as text data, graphic 
data files, and any code used to output an URL. See columns 3-6. The various 
components have different version numbers associated with the information. It would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
the system disclosed jointly by Takeda and Irons since Kelley's system deals with 
multiple versions of a document, as do Takeda and Irons. Thus it would have made 
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sense to provide version numbers for those sub-components that make up the 
document such as text and graphics. 

In reference to claim 12, Hug discloses various dialogues that are presented to 
the user. These dialogues consist of file versions in which the user can compare and 
view differences between various versions of the document. The user can also move or 
copy the documents. See columns 9-10. Hug does not teach this system for sub- 
components as taught by Kelley's system; however, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to extend this system for sub- 
components since those sub-components are also stored in the database with version 
numbers. 

In reference to claim 13, as discussed above in reference to claim 1, Takeda and 
Irons jointly disclose a system in which multiple versions of a document are stored in a 
database. See above. Takeda and Irons do not disclose a system in which the first 
and second data sets are compared. However, Hug discloses various dialogues that 
are presented to the user. These dialogues consist of file versions in which the user 
can compare and view differences between various versions of the document. The user 
can also move or copy the documents. See columns 9-10. It would have been obvious 
to one of ordinary skill in the art at the time of the invention to prompt the user for 
indicating which portions to extract from the database since both the system disclosed 
by Hug and jointly by Takeda and Irons deal with various versions of a document. 

In reference to claim 14, the system disclosed by Takeda and Irons does not 
state using sub-components identifiers; however, Kelley teaches storing different 
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versions of a webpage document in which different versions of web source information 
are stored in a database such as text data, graphic data files, and any code used to 
output an URL. See columns 3-6. The various components have different version 
numbers associated with the information. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the system disclosed jointly by 
Takeda and Irons since Kelley's system deals with multiple versions of a document, as 
do Takeda and Irons. Thus it would have made sense to provide version numbers for 
those sub-components that make up the document such as text and graphics. 

In reference to claim 15, the system disclosed by Takeda and Irons does not 
state using sub-components identifiers; however, Kelley teaches storing different 
versions of a webpage document in which different versions of web source information 
are stored in a database such as text data, graphic data files, and any code used to 
output an URL. See columns 3-6. The various components have different version 
numbers associated with the information. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the system disclosed jointly by 
Takeda and Irons since Kelley's system deals with multiple versions of a document, as 
do Takeda and Irons. Thus it would have made sense to provide version numbers for 
those sub-components that make up the document such as text and graphics. Kelley 
does not allow the user to compare sub-components, but Hug discloses a system in 
which a dialogue is presented to the user allowing the user to compare and view 
differences between various versions of the document. The user can also move or copy 
the documents. See columns 9-10. Hug does not teach this system for sub- 
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components as taught by Kelley's system; however, it would have been obvious to one 
of ordinary skill in the art at the time of the invention to extend this system for sub- 
components since those sub-components are also stored in the database with version 
numbers. 

In reference to claim 16, Hug discloses using a scanner to provide the identifier 
code. He does not disclose a voice input or tactile input to the processor. However, it is 
obvious to one of ordinary skill in the art to provide various forms of input including that 
of a voice input and tactile input. 

In reference to claim 17, Takeda and Irons do not disclose comparing the second 
communication with the data of the first communication to identify differences; however, 
Hug discloses a version management system in which a difference report is generated 
to emphasize the differences between multiple versions of a document. See abstract. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to generate a difference report as disclosed by Hug with the system disclosed jointly by 
Takeda and Irons since their system consists of modified/corrected versions of the 
same document. 

In reference to claim 18, Kelley teaches a system for identifying and accessing 
various sub-components for a version of a document for display on a web page. Kelley 
does not disclose printing or sending it via email; however, it is well known in the art to 
output a hard copy of a document or send it via email. 

In reference to claim 19, the system disclosed by Takeda and Irons does not 
state using sub-components identifiers; however, Kelley teaches storing different 
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versions of a webpage document in which different versions of web source information 
are stored in a database such as text data, graphic data files, and any code used to 
output an URL. See columns 3-6. The various components have different version 
numbers associated with the information. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the system disclosed jointly by 
Takeda and Irons since Kelley's system deals with multiple versions of a document, as 
do Takeda and Irons. Thus it would have made sense to provide version numbers for 
those sub-components that make up the document such as text and graphics. Kelley 
does not allow the user to detect multiple versions of one or more sub-components, but 
Hug discloses a system in which a dialogue is presented to the user allowing the user to 
compare and view differences between various versions of the document. See columns 
9-10. Hug does not teach this system for sub-components as taught by Kelley's 
system; however, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to extend this system for sub-components since those sub- 
components are also stored in the database with version numbers. 

In reference to claim 20, Hug discloses various dialogues that are presented to 
the user. These dialogues consist of file versions in which the user can compare and 
view differences between various versions of the document. The user can also move or 
copy the documents. See columns 9-10. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to prompt the user for indicating which portions 
to extract from the database since both the system disclosed by Hug and jointly by 
Takeda and Irons deal with various versions of a document. 
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Response to Arguments 



9. In response to applicant's argument regarding claim 1 that the "mere fact that 
references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests desirability of the 
combination", the test for obviousness is not whether the features of the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Takeda 
illustrates a method in which an image data filing system and image data correcting 
method are utilized to convert a second image data into a corrected image. He teaches 
filing the results in a database. Irons teaches scanning a document with a bar-coded 
label in order to identify and index the document related to others. It would have been 
obvious to one of ordinary skill in the art to combine Takeda and Irons as both are of 
analogous art in the field of document filing. Moreover, one of ordinary skill in the art at 
the time of the invention would have been motivated to combine Takeda and Irons as 
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there was a need in the art to obtain corrected information and store it with the 
appropriate file. See abstract of Takeda. 

Applicant further argues, "Why would one of ordinary skill in the art look to 
Irons . to modify the invention of Takeda when Takeda already provides for the 
teaching for which Irons is allegedly presented?" This argument illustrates 
essentially why the combination of Takeda and Irons is not lacking a motivation. The 
following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Takeda and Irons disclose the subject matter sought to be patented when taken in 

combination as discussed above and in the rejections above. One of ordinary skill 

would modify Takeda's invention with Irons as both are concerned with filing documents 

for storage and retrieval. 

In response to applicant's argument that the examiner has combined an 
excessive number of references, reliance on a large number of references in a rejection 
does not, without more, weigh against the obviousness of the claimed invention. See In 
re Gorman, 933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991). 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
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within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In response to applicant's argument that Oliver is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if 
not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
Oliver is utilized to demonstrate that hand-held scanners used to digitize documents 
were well known in the art. Thus it is reasonable pertinent to the claimed "digitizing 
device" in claim 5. 

In response to applicant's argument that Belucci is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if 
not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
Belucci is pertinent to a particular problem claimed by the applicant dealing with 
camouflaging identification indicia. 

As requested by the Applicant, the following is a list of limitations and how the 
prior art compares to it: 
Takeda teaches the following elements: 
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-an image data filing system and image data correcting method in which the user writes 
correction information for a document on a correction document. A document image to 
be corrected is read out from an image file which stores document images, an operator 
writes correction information on the correction paper which is in turn inputted into the 
image file system with an image reader. (Compare to "storing a first communication as 
data in a database", "changing the first communication on a substrate to form a second 
communication which is different from the first communication", "scanning the second 
communication. . .to digitize the second communication") 

Takeda does not teach using an identifier code on the substrate; however, Irons 
teaches scanning a document with a bar-coded label in order to identify and index a 
document with other related documents. Irons further teaches filing the images with 
associated records in a repository or database. The document number is used to link 
the document image to a record in the database. (Compare to "associating at least a 
portion of the first communication together with the identifier code on a substrate; 
scanning the . . . identifier code with a scanning machine to digitize the. . . identifier 
code; extracting information from the digitized identifier code with a processor. . .the 
processor being in data communication with the database and being configured to 
utilize the extracted information to retrieve the first communication from the database." 

Irons does not teach the comparison of the digitized second communication with 
the data of the first communication; however, Hug discloses generating a difference 
report in which the differences between various versions of a document are 
emphasized. 
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Please see the rejection for claims and response to arguments above for 
motivation and reasons to combine. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US Patent 6,327,599 Warmusetal. 12/4/01 
US Patent 6,104,834 Hull 8/15/00 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachna Singh at 703.305.1952. The examiner can 
normally be reached on Monday-Friday from 8:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon, can be reached at 703.308.5186. 
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Any inquiry of a general nature or relating to the status of this application should 

be directed to the Group receptionist whose telephone number is 703.305.3900. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

After-Final 703.746.7238 
Official 703.746.7239 
Non-Official/Draft 703.746.7240 

Hand-Delivered responses should be brought to Crystal park II, 2121 Crystal Drive, Arlington VA., Sixth Floor (Receptionist). 



Rachna Singh 
December 26, 2002 



'OSEPH H. FEILD 



